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DETAILED ACTION 

This Office action is in response to the amendment filed January 22, 2007. 
Claims 21-26 are presently pending and under examination. 

Withdrawal of Objections and Rejections 

The objections and rejections not explicitly restated below are withdrawn due to 
applicants' response in amendment filed January 22, 2007. 

Maintenance of rejections 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC §112 

Claims 21-26 remain rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Applicants are correct in assuming that claims 21-26 were rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the enablement requirement. 
Applicants are also correct in stating that the enablement rejection issue is with regards 
to SEQ ID NO: land 2, and not SEQ ID NO: 6. 

The above rejection was explained in the previous Office Action. 
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Response to applicants' arguments 

In regards to the rejection of claims 21-26 under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement, applicants assert that The 
claimed invention is a method of screening compounds to identify whether 
the compounds decrease binding between the recited polypeptide and its B-cell 
receptor. The claims do not recite the compounds themselves. Applicants submit that 
one of ordinary skill in the art, given the disclosure of the present specification, could 
make and use the claimed screening method. 

Applicants submit further that the disclosure in the prior art or specification of 
compounds tested and shown to inhibit binding is not needed to enable the claimed 
screening method. What must be enabled is the claimed invention; as binding of the 
polypeptides to B-cells has been shown, and methods of detecting such binding are 
known in the art, one of ordinary skill in the art could readily use the claimed assay to 
screen a multitude of-test compounds. 

Applicants' arguments have been considered but have not been found 
persuasive. The decease in binding of a polypeptide and its receptor is not an 
adequate for activity of a compound that would satisfy the enablement requirements 
under 35 U.S.C, first paragraph. Applicants have not connected or provided a nexus of 
the screening assay with a "real life activity". Just because a compound interferes with 
the binding of a polypeptide and its receptor it does not mean that the said compound 
has any measurable or assayable activity. At the heart of the problem of the claims of 
the invention, with regards to the above indicated rejection, is the fact that the binding of 
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the polypeptide comprising SEQ ID NO: 1 or 2 and its receptor is not associated with 
any real measurable activity. If the mentioned compound is to be assayed or screened, 
then it is prudent that there should be a measurable or observable activity that is 
associated with the screening assay. Applicants have not shown to a person skill in the 
art, as to what assayable activity is associated with the binding of the mentioned 
polypeptide and its receptor. The applicants, also as a consequence, have not shown to 
a person skill in the art, what activity the assayed compound is to decrease. Without 
having a measurable activity, a person skill in the art would not know how to use a 
method of screening a compound that affects the binding of a polypeptide ligand and its 
receptor. Applicants should amend claim 21 in order to include a measurable activity 
that is associated with the binding of the polypeptide comprising SEQ ID NO: and the B 
cells receptor. 

New Objection(s) and Rejection(s) 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 21 rejected under 35 U.S.C. 102(e) as being anticipated by Yu et al. 
United States Patent No. 6,716,576. 
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Applicants have amended claim 21 to include the phrase "an amino acid 
sequence" of SEQ ID NO: 1; this in effected has broadened the breadth and scope of 
the claim to the extent that any fragment of SEQ ID NO: 1 is now encompassed by the 
claim. 

Yu et al. teach a method of screening for a compound that involves an amino 
acid sequence of SEQ ID NO: 1 (column 9, lines 64-68 through column 10, lines 1-26 
and see, printout of sequence alignment performed by STIC) 

Applicants can easily overcome the rejection by simply amending "an amino acid 
sequence" to "the amino acid sequence". 

Thus Yu et al. teach all the elements of claim 21 and these claims are 
anticipated under 35 USC 102(b). 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert B. Mondesi whose telephone number is 571- 
272-0956. The examiner can normally be reached on 9am-5pm, Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapu Achutamurthy can be reached on 571-272-0928. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Robert B Mondesi 

Examiner 

Art Unit 1652 

(?w W^- 



